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REMARKS 

Applicant respectfully requests reconsideration of the present application in view of 
the foregoing amendments and in view of the reasons that follow. 

In the specification, paragraph numbers [0008], [0048] and [0054] have been 
amended. 

Claim 14 and the first of duplicate claims 29 and 46 are requested to be removed. 

Claims 1-5, 15, 19-27, 45-49 and 52-55 are currently being amended. 

This amendment adds, changes and/or deletes claims in this application. A detailed 
listing of all claims that are, or were, in the application, irrespective of whether the claim(s) 
remain under examination in the application, is presented, with an appropriate defined status 
identifier. 

After amending the claims as set forth above, claims 1-12, 15-40 and 42-68 are now 
pending in this application. 

In the Final Action dated October 31, 2005, the Examiner objected to the specification 
due to a number of informalities identified in paragraph numbers [0008], [0048] and [0054]. 
In response to these objections, Applicant has corrected each of the formalities identified by 
the Examiner. Applicant has also made a number of other formal corrections to these 
paragraphs. In making these amendments, Applicant has submitted no new matter into the 
specification. Regarding any other issues concerning the specification, the Examiner is asked 
to specifically identify these issues. 

The Examiner objected to claim 24 on the grounds that the term "of appeared to be 
missing from line 1 7 and/or 1 8 of the claim. Applicant has therefore added this term in 
accordance with the Examiner's comments. The Examiner also noted that Applicant's 
previous amendment and reply included two claim nos. 29 and 46. In order to address this 
deficiency, Applicant has removed the first claim 29 and the first claim 46, and the Examiner 
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is requested to consider these "first" claims as having been cancelled. In making these 
deletions, Applicant fully intends to maintain the "second" claims 29 and 46 in the 
application. In addition, Applicant notes that the duplicate claims were the result of an 
administrative error, and Applicant therefore does not intend to surrender any claim scope, 
both generally and in relation to the Doctrine of Equivalents, by canceling these claims. 

The Examiner rejected claim 14 under 35 U.S.C. §112, second paragraph as being 
indefinite due to, in the Examiner's view, the limitation "without a smart card" not being 
sufficiently described in the specification. Solely to advance the prosecution of the present 
application, Applicant has canceled claim 14. However, Applicant wishes to emphasize that, 
in canceling this claim, Applicant is not agreeing with any insinuation that non-smart card 
separate units are not covered by claim 5 or any other claims that only discuss a "separate 
unit." The specification and claims repeatedly refer to the use of a separate unit in 
conjunction with the present invention, and smart cards of various types are only described in 
terms of particular embodiments of the present invention. In this light, Applicant is taking no 
other position than that the term "separate unit" is to be given its ordinary meaning, and this 
meaning includes, but is not limited to, smart cards. In the event that the Examiner disagrees 
with this position, then he is strongly encouraged to contact the attorneys for Applicant to 
discuss this issue in greater detail. 

The Examiner has rejected claims 1, 3-12, 14-19, 21-24, 27-40, 42-44 and 46-68 
under 35 U.S.C. §103(a) as being unpatentable over PCT Publication No. W097/24831, in 
the name of Ichikawa, in view of European Publication No. 0538216, in the name of Anvret 
et al. For each of the independent claims, the Examiner has asserted that the Ichikawa 
references teach all of the features of the claims except for the use of public and private keys, 
but that this feature could be found in the Anvret et al. reference and that it would have been 
obvious to combine the two references. The Examiner also rejected claims 2, 20, 25, 26 and 
45 under 35 U.S.C. § 103(a) as being unpatentable over the Ichikawa and Anvret et al. 
references and in further view of U.S. Patent No. 5,845,519, issued to Weiss. 



1 Applicant originally listed the first occurrence of claims 29 and 46 as being "cancelled," but the Legal 
Instruments Examiner asserted that such a listing was improper. 
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Applicant respectfully traverses each of these rejections. In particular, and for the 
reasons below, Applicant respectfully submits that the prior art references cited by the 
Examiner do not teach or suggest a master secret code of the type described in the amended 
claims. 

As has been discussed previously, the currently-pending claims describe a master 
secret key or code which is generated or calculated by a wireless communication device to 
calculate a signature, which is then transmitted to a data communication apparatus. The 
generation or calculation of the master secret key or code occurs in response to the wireless 
communication device receiving a message from the data communication apparatus, with this 
message including information such as the data communication apparatus's public key. 

The master secret key or code can then be determined by the data communication 
apparatus based upon information it already has in its possession. The calculated master 
secret key or code is then saved on the memory or memory means for later use. As has been 
discussed at length, this saving of the calculated code provides the benefit of the wireless 
communication device not having to regenerate or recalculate a master secret key or code at a 
later time, saving valuable computational resources. 

In the previous Official Actions, the Examiner has taken the position that the Ichikawa 
reference discusses the generation of a master secret code, and that this code is stored. The 
Examiner has relied upon page 4, lines 10-12 and page 6, lines 16-18 to support this position. 
However, this position fails to address related language in each of the independent claims. In 
particular, independent claim 1 (before the present amendments) specifically noted that the 
master secret code is generated upon reception of the message from the data communication 
apparatus including information such as the data communication apparatus's public key. In 
other words, the master secret code is not first generated until it has received other 
information from the data communication apparatus that is necessary for signature 
calculation. 

This specific feature is not taught or even hinted at in the Ichikawa reference. In the 
Ichikawa reference, the master key is stored in a secured area of permanent memory (pg. 6, 11. 
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15-16), and the same master key is also stored on the server side (pg. 7, 11. 11-14). At the 
beginning of an attempted transaction between the client and server, both devices already 
have the master key in their possession (as well as all of the potential series numbers), and 
this information is used to generate a derived key each time that authentication is attempted 
(pg. 10, 1. 14-pg. 12, 1. 2; FIG. 2). Furthermore, and as has been discussed in earlier 
communications, the authentication process involves sets of parallel computations by both the 
client and the server. Importantly, however, at no time during the authentication process does 
the client device ever have to generate the master key, much less have to generate a master 
key in response to any message received from the server. 

The present invention as described in claim 1 , on the other hand, specifically describes 
the generation as a situation where the master secret code is not generated or calculated until a 
message is received from the data communication apparatus. This provides at least one 
important advantage over the system described in Ichikawa. In the Ichikawa system, both the 
server and the client already have in their possession the relevant variables (particularly the 
master key and the potential series numbers), that may be used during the derivation process. 
In independent claim 1 , on the other hand, the data communication apparatus does not have 
an important variable in its possession — the master secret code — before a first connection 
process begins. Because, before an initiation secure connection process, the master secret 
code has not even been created, this situation creates additional security by ensuring that both 
devices cannot have the master secret code before a first authentication process is initiated. 

In addition to the above, it should also be noted that no other variable discussed in the 
Ichikawa reference can meet the limitation at issue. As has been discussed in previous 
communications, the derived key in the Ichikawa reference must be generated with each 
transaction, and the derived key is not stored for later use. Additionally, individual series 
numbers are not generated by the wireless communication device in response to a message, 
and there is no indication that the selected series number is saved on the memory or memory 
means. 
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For all of the above reasons, Applicant submits that the Ichikawa reference does not 
teach or suggest the generation of a master secret code or key in response to or upon receipt of 
a message from a data communication apparatus as described in claim 1. 

With regard to the Anvret et al. reference, Applicant wishes to reiterate its prior 
arguments regarding the inapplicability of this reference with regard to the master secret code 
of the pending claims. In particular, the Anvret et al. reference explicitly teaches against the 
saving of the master secret code (X). In fact, the specific section cited by the Examiner in the 
October 31, 2005 Official Action notes that "by varying X for each session, two sessions will 
never have the same key." Therefore, the Anvret et al. reference clearly does not teach the 
saving of the master secret code; in fact it teaches against it. 

Although Applicant believes that independent claim 1 is patentable over the cited 
prior art, because there is no generation of the master secret code upon receipt of a message 
from the data communication apparatus, Applicant has amended the claim to more clearly 
identify the importance of this feature. Claim 1 has been amended so that the words "upon 
receipt of have been replaced with "in response to" the message comprising the public key 
from the data communication apparatus. As this point is clearly noted throughout the 
application, and as one skilled in the art would clearly understand that an action undertaken 
upon receipt of the message would inherently be undertaken in response to the message , 
Applicant submits that no new matter is being added with this amendment. 

In light of the above, similar amendments have also been made to the other 
independent claims in the application, particularly noting that the master secret code is 
generated or calculated in response to receipt of a message from the data communication 
apparatus. Because none of the references cited by the Examiner discuss or even suggest 
such a feature, Applicant submits that each of independent claims 1, 5, 15, 19, 22, 23, 24 and 
46 are allowable over the Ichikawa and Anvret et al. references. Furthermore, because all of 
the other claims in the present application are dependent upon these independent claims, 
Applicant submits that each of the dependent claims are allowable over the prior art for 
substantially the same reasons. 
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With regard to the Examiner's rejection of claims 2, 20, 25, 26 and 45 under 35 
U.S.C. § 103(a), Applicant submits that, because these claims are all dependent upon the 
independent claims discussed above, each of these claims is allowable for at least the same 
reasons. However, Applicant wishes to separately note that the Ichikawa reference 
unequivocally teaches that the master key used therein should be stored "in a secured area of 
permanent memory" (pg. 4, 11. 5-8). In other words, Ichikawa explicitly teaches storing a 
master key in a location such that is permanently stored. Therefore, Applicant submits that 
one skilled in the art would not be motivated to modify the Ichikawa reference to have the 
master key stored for only a predefined period of time, because the Ichikawa reference itself 
instructs a person to have the master key permanently stored. Applicant therefore submits 
that these claims are patentable over the prior art for this reason as well. 

Lastly, Applicant notes that it has made a number of other minor amendments to the 
claims. For example, Applicant has changed the word "said" to "the." Applicant has also 
corrected potential antecedent basis issues in certain locations in the claims by changing 
"key" to "code" in selected locations. Applicant has also removed reference to the master 
secret code being stored at the data communication apparatus from claim 1 , as this feature is 
not necessary for the patentability of the claim. In general, these amendments are being made 
for consistency and clarity purposes only, and none of these amendments are intended to 
narrow the scope of the amended claims. 

Applicant believes that the present application is now in condition for allowance. 
Favorable reconsideration of the application as amended is respectfully requested. 

The Examiner is invited to contact the undersigned by telephone if it is felt that a 
telephone interview would advance the prosecution of the present application. 

The Commissioner is hereby authorized to charge any additional fees which may be 
required regarding this application under 37 C.F.R. §§ 1.16-1.17, or credit any overpayment, 
to Deposit Account No. 06-1450. Should no proper payment be enclosed herewith, as by a 
check being in the wrong amount, unsigned, post-dated, otherwise improper or informal or 
even entirely missing, the Commissioner is authorized to charge the unpaid amount to 
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Deposit Account No. 06-1450. If any extensions of time are needed for timely acceptance of 
papers submitted herewith, Applicant hereby petitions for such extension under 37 C.F.R. 
§1.136 and authorizes payment of any such extensions fees to Deposit Account No. 06-1450. 



RespecttMlyl^bmitted, 

Date vlunp (* -r-UXr* By_^ . 

er 5 eter Albea£ 

FOLEY & LARDNER LLP Attorney for Applicant 

Customer Number: 27433 Registration No. 37,268 

Telephone: (312) 832-4553 
Facsimile: (312)832-4700 
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Zachary A. Davis 
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CERTIFICATE OF MAILING |. 
I hereby certify that this correspondence is being deposited with the ji 
United States Postal Service with sufficient postage as First Class j] 
Mail in an envelope addressed to: Commissioner for Patents, P.O. {j 
Box 1450, Alexandria, VA 22313-1450, on the date below. 



Susan T. Golab 



(Printed Ni 




(Signature) 

April 28, 2006 



(Date of Deposit) 



REQUEST FOR CONTINUED EXAM INATION (RCE) 
TRANSMITTAL 



Mail Stop RCE 
Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 

Sir: 

This is a Request for Continued Examination (RCE) under 37 C.F.R. §1.114 of the 
above-identified application. This RCE and the enclosed items listed below are being filed 
prior to the earliest of: (1) payment of the issue fee (unless a petition under 37 C.F.R. § 1.313 
is granted); (2) abandonment of the application; or (3) the filing of a notice of appeal to the 
U.S. Court of Appeals for the Federal Circuit under 35 U.S.C. §141 , or the commencement of 
a civil action under 35 U.S.C. §145 or §146 (unless the appeal or civil action is terminated). 

i Submission required under 37 C.F.R. SI .1 14 : (check items that apply) 

a. Previously submitted: 

[ ] please enter and consider the amendment and/or reply previously filed on _. 
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[ ] Please consider the arguments in the Appeal Brief or Reply previously filed on 

[ ] Other . 

b. Enclosed are: 

[ X ] Amendment/Reply. 

[ ] Affidavit(s)/Declaration(s). 

[ ] Information Disclosure Statement. 

[ ] Form PTO- 1 449 with copies of listed reference(s). 

[ X 1 Other Revocation and Power of Attorney and Change of Correspondence 

Address, Statement Under 37 CFR 3.73(b), Assignment Recordation, Merger 
Agreement, Power of Attorney. 

Miscellaneous: 

[ ] Suspension of action of the above-identified application is requested under 37 
C.F.R. § 1 .103(c) for a period of months. 

The filing fee is calculated below: 



Claims as Previously Extra Claims Rate 
Amended Paid For Present Fee Totals 

RCE Fee 1.17(e): $790.00 = $790.00 



Total Claims: 63 - 68 = 0 x $50.00 - $0.00 

Independents 7-7=0 x $200.00 - $0.00 

First presentation of any Multiple Dependent Claims: + $360.00 = $0.00 



CLAIMS FEE TOTAL: = $790.00 



[ X ] Applicant hereby petitions for an extension of time under 37 C.F.R. §1 .136(a) 
for the total number of months checked below: 
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[] Extension for response filed within the first month: $120,00 0 $0 00 

[ ] Extension for response filed within the second month: $450.00 $0 00 

[X] Extension for response filed within the third month: $1,020.00 $1,020.00 

[ ] Extension for response filed within the fourth month: $1,590.00 $0.00 

[ ] Extension for response filed within the fifth month: $2,160.00 $0 00 

EXTENSION FEE SUBTOTAL: $1,020.00 
EXTENSION FEE ALREADY PAID: - $0.00 
EXTENSION FEE TOTAL $1,020.00 
CLAIMS AND EXTENSION FEE TOTAL: $1,810.00 
[ j Small Entity Fees Apply (subtract V* of above): $0 00 

[ j S uspension of action requested under 37 C.F.R. § 1 .103(c) $0 00 

TOTAL FEE: $1,810.00 



A credit card payment form in the amount of $1,810.00 to cover the filing fee is 
enclosed. 

The Commissioner is hereby authorized to charge any additional fees which may be 
required regarding this application under 37 C.F.R. §§ 1.16-1.17, or credit any overpayment, 
to Deposit Account No. 06-1 450. Should no proper payment be enclosed herewith, as by the 
credit card payment form being unsigned, providing incorrect information resulting in a 
rejected credit card transaction, or even entirely missing, the Commissioner is authorized to 
charge the unpaid amount to Deposit Account No. 06-1450. 

Please direct all correspondence to the undersigned attorney or agent at the address 
indicated below. 

Date /jfc-'t- Zft, W-4 
FOLEY & LARDNER LLP 
Customer Number: 27433 
Telephone: (312) 832-4553 
Facsimile: (312)832-4700 



Respectfi*Hy>submitted, 

G.Teter Albert, 
Attorney for Applicant 
Registration No. 37,268 
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